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DETAILED ACTION 
Priority 

Receipt is acl<nowleclged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Claim Objections 

1 . Claims 3 and 12 are objected to because of the following informality. Each claim 
appears to mistakenly have the claim limitation requiring the "propargyl group content of 
10 to 495 millimoles" recited twice. It is suggested that applicant remove one of the 
references to this limitation. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 6, 9, 1 0 and 1 8-20 are rejected under 35 U.S.C. 1 1 2, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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More specifically, claims 6 and 18-20 recites the limitation "the epoxy resin" in 
the penultimate line of the respective claims. There is insufficient antecedent basis for 
this limitation in the claim. 

Furthermore, claims 9 and 10 recites the limitation "the article to be coated" in 
the last line of the respective claims. There is insufficient antecedent basis for this 
limitation in the claim. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-8 and 12-20 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Sakamoto et al., (U.S. Pub. No. 2002/0098363) (hereinafter referred to as 
"SAKAMOTO"). 

Regarding claim 1, SAKAMOTO teaches a method of coating capable of coating 
an electric wire (see HI 5) comprising a cationic electrocoating with a cationic 
electrodeposition coating composition (see Ijl 1-1 3 teaching the method of coating using 
a cationic electrocoating with a sulfonium group-containing resin, i.e. an 
electrodeposition coating composition), wherein the cationic electrodeposition coating 
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composition contains a resin composition having a hydratable functional group reducible 
directly by an electron and results in forming a passive coat (see 1134 and 1135 teaching 
the sulfonium group being a hydratable functional group that is reduced by the electrical 
current thereby forming a coating). 

Please note, the examiner is interpreting the preamble of the instant claim as 
merely reciting the purpose or intended use of the process, since the body of the claim 
does not depend on the preamble for completeness and the process steps do not result 
in any manipulative differences due to the statements in the preamble. See MPEP § 
2111.02. 

Regarding claim 2, SAKAMOTO teaches the method of coating wherein the resin 
composition is a sulfonium group and propargyl group-containing resin (see 1161 and 
1167 teaching the resin composition A1 having a sulfonium group and a propargyl 
group). 

Regarding claims 3 and 12, SAKAMOTO teaches the method of coating wherein 
the resin composition has a sulfonium group content of 5 to 400 millimoles (see 1|44 
teaching a sulfonium group content of 10 to 150 millimoles), a propargyl group content 
of 10 to 495 millimoles (see 1|77 teaching a propargyl group content of 20 to 375 
millimoles) and a total content of the sulfonium and propargyl groups of not more than 
500 millimoles per 100 grams of the solid matter in the resin composition (see 1|82 
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teaching the total content not being more than 400 millimole per 100 grams of the resin 
solid matter). 

Regarding claims 4 and 13-14, SAKAMOTO teaches the method of coating 
wherein the resin composition has a sulfonium group content of 5 to 250 millimoles (see 
1|44 teaching a sulfonium group content of 10 to 150 millimoles), a propargyl group 
content of 20 to 395 millimoles (see 1|77 teaching a propargyl group content of 20 to 375 
millimoles) and a total content of the sulfonium and propargyl groups of not more than 
400 millimoles per 100 grams of the solid matter in the resin composition (see ^82 
teaching the total content not being more than 400 millimole per 100 grams of the resin 
solid matter). 

Regarding claims 5 and 15-17, SAKAMOTO teaches the method of coating 
wherein the resin composition has an epoxy resin as a skeleton (see 1|74 teaching the 
use of an epoxy resin skeleton). 

Regarding claims 6 and 18-20, SAKAMOTO teaches the method of coating 
wherein the epoxy resin is a novolak cresol epoxy resin or a novolak phenol epoxy resin 
and has a number average molecular weight of 700 to 5000 (see 1|45 teaching the use 
of a novolak phenol-based epoxy resin with a number average molecular weight of 700 
to 5000). 
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Regarding claim 7, SAKAMOTO teaches the method of coating wherein the 
cationic electrocoating is carried out using a cationic electrocoating apparatus 
comprising an electrodeposition means (see 1|227 teaching the immersing of the article 
to be coated in the electrodeposition coating), a washing means (see 1|236 teaching the 
washing with water prior to baking and after the electrodeposition), and a heating 
means in that order (see 1|236 teaching the curing by baking). 

Please note, the examiner is interpreting the "electrodeposition means", the 
"washing means", and the "heating means" as not invoking 35 U.S.C. 112 6* 
paragraph. See MPEP § 2181 . 

Regarding claim 8, SAKAMOTO teaches the method of coating wherein the 
electrodeposition means is one in which an article to be coated is immersed in an 
electrodeposition bath for 0.1 to 10 seconds (see 1|227 and 1|228 teaching the 
immersing of the article for 10 seconds). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 9-1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
SAKAMOTO in view of Lupinski et al., (U.S. Pat. No. 3,850,773) (hereinafter referred to 
as "LUPINSKI"). 
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Regarding claims 9 and 10, SAKAMOTO does not explicitly teach the use of the 
coating method wherein the article to be coated is a square electric wire having four 
square edges, i.e. at least one edge. 

However, LUPINSKI teaches the electrodeposition of an insulating polymer in 
order to make an Insulated conductor, i.e. a coated electrical wire (see col. 3 lines 39- 
55). Furthermore, LUPINSKI teaches the benefit of using such a coating process for 
square shaped wires since it avoids problems associated with other prior art processes 
(see col. 1 line 33-col. 2 line 1 1 ). 

In addition, SAKAMOTO teaches the first electrodeposition coating containing 
the sulfonlum groups to form a non-conductor and an insulator after electrodeposition 
(see 1|234 teaching the first electrodeposition coating containing the sulfonlum groups 
forming a highly insulating coating). 

Consequently, as shown by LUPINSKI, a person of ordinary skill In the art would 
accordingly have recognized the use of the electrodeposition method of SAKAMOTO 
including the specific resin compound to facilitate the formation of an insulating coating 
on square wires. 

Therefore, It would have been obvious to one of ordinary skill In the art at the 
time of Invention to use the electrodeposition method of SAKAMOTO to provide an 
Insulating coating on square wires as taught by LUPINSKI. 
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Regarding claim 1 1 , SAKAMOTO as modified by LUPINSKI teach the formation 
of an insulated wire having all the structural limitations as obtained by the method as 
claimed. 

Please note, claim 1 1 is a product by process claim. As a result, the 
determination of patentability is based upon the apparatus structure itself. The 
patentability of a product or apparatus does not depend on its method of production or 
formation. See MPEP § 21 13. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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5. Claim 1 -6 and 1 2-20 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-3 of U. S. Patent No. 
6,440,286. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because all of the features of the present claims are present 
within the claims of the '286 patent. 

6. Claims 1 -8 and 1 2-20 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-4 and 18 of U.S. Patent No. 
6,790,329 in view of Patent No. 6,423,765. 

Regarding claims 1, 2, 5, and 15-17 of the instant application, claims 1-4 and 18 
of the '329 patent claim a method of forming a coating film comprising a cationic 
electrodeposition process wherein the cationic electrodeposition coating composition 
has a hydratable functional group (see claim 1 requiring the coating resin composition to 
contain a sulfonium group) and a propargyl group (see claims 2 and 3 requiring the 
propargyl group). In addition, claim 4 of the '329 patent requires the use of an epoxy 
resin as a skeleton. Finally, claim 18 of the '329 patent requires the electrodeposition 
for a period of 10 seconds. 

Regarding claims 3, 4, 6-8, 12-14, and 18-20 of the instant application, the '765 
patent teaches the claimed concentrations of the sulfonium and propargyl group content 
in the resin composition (see examples 1 and 2 in table 1 ). Moreover, the '765 patent 
teaches the cationic electrocoating process wherein the epoxy resin is a novolak phenyl 
type epoxy resin with an average molecular weight of 500 to 5,000 (see col. 6 lines 31- 
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46). Additionally, the '765 patent teaches the cationic electrocoating being carried out 
by an apparatus comprising an electrodeposition means, a washing means and a 
heating means in that order (see col. 10 lines 53-57). 

Moreover, it would have been with the ambit of one having ordinary skill in the art 
to use the specific compositions as taught in the '765 patent in the claimed process of 
the '329 patent. 

7. Claims 9-1 1 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-4 and 18 of the '329 patent in view of the 
'765 patent and further in view of LUPINSKI. 

Regarding claims 9-11 of the instant application, as noted previously, one of 
ordinary skill in the art would have been motivated to use the cationic electrodeposition 
process for the coating of a square electric wire (see discussion above with respect to 
the rejection of claims 9-11). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRYAN D. RlPA whose telephone number is 571-270- 
7875. The examiner can normally be reached on Monday to Friday, 9:00 AM to 5:00 
PM EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Meckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IB. D. R./ 

Examiner, Art Unit 1795 



/Brian J. Sines/ 

Supervisory Patent Examiner, Art Unit 1795 



